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Overview

Covers highlights for past year — November
2004 to October 2005

Includes more than Federal Circuit cases
— Also Supreme Court and USPTO cases

Significant non-precedential opinions will also
be discussed

Some cases covered In the presentation are
not in the written materials due to when they
Issued (Fisher, Lundgren)

Focus on cases that either create new law or
give insight into changes to come

10/29/2005 Cotropia -- AIPLA



Topics Covered

Claim Interpretation * Infringement
(35 U.S.C. § 271)

Patentable Subject * Inequitable Conduct
Matter/Utility
(35 U.S.C. §101)

Anticipation e Antitrust
(35 U.S.C. §102)

Obviousness @) Halloween-related
(35 U.S.C. § 103) Patents
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Claim Interpretation

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)
(en banc) (Bryson)

Claim /COMPRESSlBLE S - I /25 _
Term at 1 oL P .
Issue: e o N
1] " lf _
Baffles ——— T ks,o

Held that it is “entirely appropriate for a court, when
conducting claim construction, to rely heavily on the
written description for guidance as to the meaning of
the claims”

Disavowed claim interpretation methodologies that
“placed too much reliance on extrinsic sources such as
dictionaries, treatises, and encyclopedias”
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Claim Interpretation

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)
(en banc) (Bryson) (cont’d)

* Majority opinion “reaffirm[ed]” the “basic principles of
claim construction” and “clarified” “the use of dictionaries
In claim construction”

« Did “not intend to preclude the appropriate use of
dictionaries”

— ‘“assist[ing] in understanding the common meaning of the
words”

e Interpretation to preserve validity limited to instances

where, “after applying all the available tools of claim
construction, . . . the claim is still ambiguous”
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Claim Interpretation

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)
(en banc) (Bryson) (cont’d)

* Lourie, joined by Newman, concurred-in-part and
dissented-in-part

— “[T]he court did not take this case en banc because the
full court differed with the panel majority on those
disputable criteria. It did so to resolve the claim
construction issue, which it has now done so well”

— “I believe that [the court] should simply affirm the district
court’s decision on the merits, consistently with that
court’s rationale and that of the panel that affirmed the
district court, which it now adopts”
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Claim Interpretation

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)
(en banc) (Bryson) (cont’d)

 Mayer, joined by Newman, dissented

— “Now more than ever | am convinced of the futility,
indeed the absurdity, of this court’s persistence in
adhering to the falsehood that claim construction is a
matter of law devoid of any factual component. Because
any attempt to fashion a coherent standard under this
regime is pointless, as illustrated by our many failed
attempts to do so, | dissent.”

— “The court’s opinion today is akin to rearranging the
deck chairs on the Titanic-the orchestra is playing as if
nothing is amiss, but the ship is still heading for Davey
Jones’ locker.”
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Claim Interpretation

CollegeNet, Inc. v. ApplyYourself, Inc., 418 F.3d 1225
(Fed. Cir. 2005) (Lourie, Rader, Schall)

e Claimterm at issue: “Format”

- =
]

28
INSTITUTION COMPUTER

APPLICANT COMPUTER

« Examined the specification
and claims to determine the ~ =
customary meaning of the ——— S
claim term

* No external definitional sources
were discussed

A e—
APPLICANT COMPUTER
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Claim Interpretation

Terlep v. Brinkmann Corp., 418 F.3d 1379 (Fed. Cir.
2005) (Bryson, Gajarsa, Linn)

100

« Claim term at issue: “Clear” N
125

o Cited Phillips for the proposition 117
that “[tlhe specification is always 110‘_,f ) &
highly relevant to the claim — 120
construction analysis. Usually, it A /\- e
is dispositive; it is the single best /" " "I P
guide to the meaning of a 1027

disputed term” 108

 Dictionaries also referenced—noting that Phillips allows
courts to rely on such extrinsic evidence, but they must
“attached appropriate weight” by putting them “in the
context of the intrinsic evidence”
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Claim Interpretation

Observations after Phillips

Phillips reverts case law back to pre-Texas Digital

— does evidence courts increasing focus on
§ 112 doctrines

Law/Fact question still brewing

While practitioners should focus arguments on intrinsic
evidence, do not throw away those dictionaries
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Facial Skin Protective Assembly
— U.S. 6,854,128

(57) ABSTRACT

A facial skin protective assembly for reducing and/or elimi-
nating pulling and pushing forces on the facial skin surfaces
that occur while sleeping. The facial skin protective assem-
bly includes a face shield cage structure, a number of
securing straps attached to the face shield cage structure and
being extendable about the sides and back of the user’s head
in a manner to comfortably but firmly hold the face shield
cage structure in place while the user is sleeping, and, as an
option, a number of heat/cool insert cushion cells.
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Utility — 35 U.S.C. § 101

In re Fisher, 421 F.3d 1365 (Fed. Cir. 2005)
(Michel, Rader, Bryson)

Held claim to expressed sequence tag (“EST”) did
not meet utility or enablement requirement

Applicant failed to identify substantial and specific utility
for claimed EST that encodes proteins and protein
fragments in maize plants

A claimed invention must have both:

— Substantial Utility — “an asserted use must show that that _
claimed invention has significant and presently available benefit
to the public”

— Specific Utility — “an asserted use must also show that that

claimed invention can be used to provide a well-defined and
particular benefit to the public”
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Utility — 35 U.S.C. § 101

In re Fisher, 421 F.3d 1365 (Fed. Cir. 2005)
(Michel, Rader, Bryson) (cont’d)

« Application failed to have both — simply a research
Intermediary

— no function identified for underlying protein-encoding genes
— hunting license

 Judge Rader dissents — claims to patentable research tool
— like a microscope
— obviousness better policy tool for USPTO

 Does this invalidate all EST patents?
— depends on disclosed uses

— very different in litigation setting — but mere usage by others
not enough
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Patentable Subject Matter —
35 U.S.C. 3101

Ex Parte Lundgren, Appeal No. 2003-2088
(BPAI 2005) (precedential)

e “True” business method claims at issue

— “1. A method of compensating a manager who exercises
administrative control over operations of a privately owned
primary firm . ..."

e Section 101 rejection

— “[B]oth the invention and the practical application to which it is
directed to be outside the technological arts, namely an
economic theory expressed as a a mathematical algorithm
without the disclosure or suggestion of computer, automated
means, apparatus of any kind, the invention as claimed is
found non-statutory”
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Patentable Subject Matter —
35 U.S.C. 3101

Ex Parte Lundgren, Appeal No. 2003-2088 (BPAI
2005) (precedential) (cont’'d)

 Board reverses — finds no support for a “technological
arts” test

— ignores Ex parte Bowman

« Controlled by AT&T Corp. v. Excel Communications, Inc.,
172 F.3d 1352 (Fed. Cir. 1999)

— As long as process claim “produce[s] a useful, concrete,
tangible result without pre-empting other uses of the
mathematical principle, on its face [it] comfortably falls within
the scope of § 101”

« Detailed and interesting concurrence-in-part and dissent-
In-part by APJ Barrett
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Utility/Patentable Subject Matter
-35U.5.C. 8101

Observations in Light of Fischer and Lundgren

Section 101 jurisprudence continues to be very technology
specific
— going in opposite directions depending on the art

Cases evidence USPTO's role in setting patent policy

Amicus play a significant role in these types of cases

— Irregardless of the Federal Circuit’s final comments in
Fischer
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)JHalloween-Related Patents

Weather and Climate Adaptive
Halloween Costume —
U.S. 6,904,612

(57) ABSTRACT

A Halloween costume particularly adapted to accommodate
changes in weather and climate is disclosed. The Halloween
costume may be sold in varied geography and be worn
regardless of seasonal and whether variation. The inventive
Halloween costume comprises several garment member
portions which completely define the appearance of the
Halloween character. The insulative material is disposed
over at least a portion of the first garment base member
portion. Another portion of the costume comprises a venting
material which functions as a ventilator for the Halloween
costume. At least one decorative member is secured to the
Halloween costume. The decorative member further outlines
L. the appearance of the Halloween character.

F\ 30( e q
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Anticipation — 35 U.S.C. 8 102

SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d
1331 (Fed. Cir. 2005) (Rader, Bryson, Gajarsa)

Held, in part, that inherent anticipation can be found when

(a) the prior art produces trace amounts of the patented
iInvention and

(b) those skilled in the art at the time did not have knowledge of
these trace amounts

Patentee Induced Infringement

e “[llnherent anticipation does not require a person of
ordinary skill in the art to recognize the inherent
disclosure in the prior art at the time the prior art is
created”
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Anticipation — 35 U.S.C. 8 102

SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d

1331 (Fed. Cir. 2005) (Rader, Bryson, Gajarsa)
(cont'd)
Opinion result of a targeted grant of rehearing en banc

Judge Newman dissented

— anticipation requires the invention to have been “known or its
existence would reasonably have been known to a person of
ordinary skill of the invention”

Case is the product of the unique factual setting—how
should courts react to patentee induced infringement?
(specific equitable defense [Posner], § 101 [Gajarsa],
Inherent anticipation [Rader])

Disagreement continues over inherent anticipation
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{
@ Halloween-Related Patents
| /”\733\
| Qjé%\\&/ Absorbent Neck Shield —

\J) U.S. 6,934,968

(57) ABSTRACT

A wrap-around absorbent shield forms a semi-tight seal with
. the flesh of a subject, where at least a part of the shield at the
\ semi-tight seal is made of an absorbent material. The com-
bination of the absorbent material and the semi-tight seal
substantially prevents the flow of material past the semi-
tight seal without causing discomfort to the subject.
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Obviousness — 35 U.S.C. § 103

Teleflex, Inc. v. KSR Intern. Co., 119 Fed. Appx. 282

(Fed. Cir. 2005) (non-precedential) |

(Mayer, Schall, Prost)

« Claim at issue described adjustable N

pedal assembly for automobiles with
electronic throttle control

* Federal Circuit vacates summary

judgment of obviousness, concluding:

“[T]he district court’s analysis applied
an incomplete teaching-suggestion-
motivation test”
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Obviousness — 35 U.S.C. § 103

Teleflex, Inc. v. KSR Intern. Co., 119 Fed. Appx. 282
(Fed. Cir. 2005) (non-precedential)
(Mayer, Schall, Prost) (cont’d)

« Court indicates that for nature of the problem being solved
to provide a suggestion to combine, the art being
combined must “address the precise problem that the
patentee was trying to solve”

» Subject of multiple amicus briefs asking Supreme Court
to grant certiorari — case to watch

« Part of nonobviousness reform debate — criticizing
Federal Circuit for requiring suggestion to come from art
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Obviousness — 35 U.S.C. § 103

In re Beasley, 117 Fed. Appx. 739 (Fed. Cir. 2004)
(non-precedential) (Lourie, Archer, Dyk)

Rejected claims “directed to the generation of images or
markings on a video display screen using a light pen”

Federal Circuit vacates finding of obviousness because
USPTO failed to rely on “concrete evidence in the record”
to establish a prima facie case of obviousness

Board upheld examiner’s rejection of obviousness based
on three prior art references

e Suggestion came from problem being solved and

knowledge in the art — not specific references
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Obviousness — 35 U.S.C. § 103

In re Beasley, 117 Fed. Appx. 739 (Fed. Cir. 2004)
(non-precedential) (Lourie, Archer, Dyk) (cont’d)

* Federal Circuit finds no evidence supporting suggestion to
combine finding — relies on In re Lee, 277 F.3d 1338 (Fed.
Cir. 2002)

« USPTO fails to cite “any relevant, identifiable source of
Information justifying” its finding of a suggestion

« Judge Dyk dissented, noting that examiners “are
presumed to be skilled in the art”

« Case highlights other side of nonobviousness reform
debate—restriction of USPTO to art for suggestion
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Obviousness — 35 U.S.C. § 103

Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d
1364 (Fed. Cir. 2005), request for rehearing en
banc denied, 405 F.3d 1338

Court held the patent invalid as obvious, finding, in part,
that evidence of commercial success is not probative
when others in the market were legally barred, due to
patent protection, from combining the teachlngs of the
prior art and implementing the patented invention

e Judge Lourie, joined by Chief Judge Michel and Judge
Newman, dissented from the denial of rehearing en banc

— “[s]uccess is success” — failure of others is separate factor

— panel’'s ruling “holds in effect that commercial success for
an improvement is irrelevant when a prior patent
dominates the basic invention”
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Obviousness — 35 U.S.C. § 103

Observations in Light of Teleflex, Beasley, and Merck

« Highlight the current areas of contention — Suggestion
Test and Secondary Considerations (Commercial
Success)

* KSR Intern. petition for certiorari provides “blueprint” for
convincing Supreme Court to take up nonobviousness

* Importance of grounding expert testimony/rejection on
suggestion to combine, at least in part, in art

* Plug — broader study on recent trends in nonobviousness
(www.cotropia.com)
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)JHalloween-Related Patents

Novelty or Entertainment
Device and Associated

H  Method —

U.S. 6,878,070

(57) ABSTRACT

A novelty or entertainment device includes a housing in the
form of a sea shell. A sound reproduction system is mounted
to the housing so as to remain hidden from casual visual
inspection thereof. A switch is mounted to the housing and
1s operatively connected to the sound reproduction system
for activating same in response to a lifting of the housing to
an ear of a user.
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Infringement — 35 U.S.C. § 271

Merck KGaA v. Integra Lifesciences |, Ltd., 125 S.Ct.
2372 (2005) (Scalia)

e« Supreme Court held that 8 271(e)(1) simply requires
Infringing uses to be “reasonably related’ to the
process of developing information for submission under
any federal law regulating the manufacture, use, or
distribution of drugs" to be eligible for the exception

— Results do not need to be part of submission
Information to the FDA

— But need reasonable basis to believe that the
Infringing experiments will produce information
relevant to an IND or NDA

« Common-law research exemption not addressed
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Infringement — 35 U.S.C. § 271

NTP, Inc. v. Research in Motion Ltd., 418 F.3d 1282
(Fed. Cir. 2005) (Michel, Schall, Linn)

 Court held, in part, that the location for “uses” under 35
U.S.C. § 271(a) are:

100 —,

(a) for system, claims “the place = o el o —
where control of the systemis . ﬁ_‘ SN R e
exercised and beneficial use of 3 Nﬂf“w il G ;B%CABLE
the system obtained” and [ o

. 302 n 302

(b) for method claims, where el | R ER N
“each of the steps is N N N
performed” - :

1 HOST -
. POR;CQ:E B 7 '\\ / POF&ABLE i
* Part of RIM's system Ope| hmems  LeE]
located in Canada z o
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Infringement — 35 U.S.C. § 271

NTP, Inc. v. Research in Motion Ltd., 418 F.3d 1282
(Fed. Cir. 2005) (Michel, Schall, Linn)

 Found system claims infringed under § 271(a)

— use at “place at which the system as a whole is put into
service, i.e., the place where the control of the system is
exercised and beneficial use of the system obtained”

 Found method claims not infringed under any part of § 271

— “the use of a process necessarily involves doing or
performing each of the steps recited”

— not infringe under § 271(f)—handheld devices and software
not “components”

— not infringe under § 271(g)—e-mails are not “products”

« Highlights potential extra-territoriality of U.S. patent law
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)Halloween-Related Patents

106 Swaddling Blanket —
U.S. 6,868,566

(57) ABSTRACT

110 A swaddling blanket to alleviate colic has a back panel long
enough to support a child from neck to feet, a leg pouch to
loosely contain the child’s legs, arm restraints to hold the
child’s arms against and parallel to the child’s torso, a
tapered short blanket arm to wrap over the child, and a
tapered long blanket arm to wrap around the child more than
once from the opposite direction to provide comforting
pressure around the child’s arms and torso.
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Inequitable Conduct

Purdue Pharma L.P. v. Endo Pharms. Inc., 410 F.3d
690 (Fed. Cir. 2005) (Gajarsa, Plager, Linn)

Court found statements made by an applicant to be
material when the statements:

(a) where used to distinguish the invention over the prior art
and

(b) implied experimental results had been obtained when
actually such statements were based on only the inventor’s

insight

« Claims at issue required, in part, “[a] controlled release
. .. comprising from about 10 to about 40 mg

oxycodone” to be administered “every 12 hours . . ..”
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Inequitable Conduct

Purdue Pharma L.P. v. Endo Pharms. Inc., 410 F.3d
690 (Fed. Cir. 2005) (Gajarsa, Plager, Linn) (cont’d)

Court focused on statements made In the patent and
during prosecution in response to rejection

DETAILED DESCRIPTION

Inventor testified at I.t has now been surprisingly discovered that tpe presently
. y . . claimed controlled release oxycodone formulations accept-
tr!al that §U|’pr|5| ng[] ably control pain over a substantially narrower, approxi-
discove l‘y based on mately four-fold (10 to 40 mg every 12 hours—around-the-
“rnQl ” clock dosing) in approximately 90% of patients. This is in

only “insight

sharp contrast to the approximately eight-fold range required
for approximately 90% of patients for opioid analgesics in
general.

Finding of intent based on “a clear pattern of |
misdirection throughout prosecution” — failing to dispel
examiner’s belief there was scientific proof

10/29/2005 Cotropia -- AIPLA 33



)Halloween-Related Patents

Plasma Lamp Head —
U.S. 6,955,454

(57) ABSTRACT

A plasma lamp head that has a spherical plasma bulb whose
upper hemisphere serves as the top of the head, a decorative
face and lower back of the head covering the lower hemi-
sphere of the bulb. Operative components are provide to
enable the bulb to illuminate in response to receipt of
appropriate energy delivery to excite the plasma within the
bulb to illuminate. The face preferably has eyes, a nose, a
mouth and ears, any of which may be transparent or trans-
lucent so that light shines through when the bulb illuminates.
The remainder of the decorative face and lower back of the
head may be opaque or translucent material.
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Antitrust

Indep’t Ink, Inc. v. lll. Tool Works, Inc., 396 F.3d 1342
(Fed. Cir. 2005) (Clevenger, Dyk, Prost), cert.
granted, 125 S.Ct. 2937

Federal Circuit held that “a rebuttable presumption of
market power arises from the possession of a patent
over a tying product”

ITW’s “standard form licensing
agreements . . . grants the right
to ‘manufacture, use and sell .

. [the patented] ink jet printing
devices supplied by Trident’
only ‘when used in combination
with ink and ink supply systems
supplied by Trident.”
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Antitrust

Indep’t Ink, Inc. v. lll. Tool Works, Inc., 396 F.3d 1342
(Fed. Cir. 2005) (Clevenger, Dyk, Prost), cert.
granted, 125 S.Ct. 2937 (cont’d)

On appeal, only claims were Sherman Act 88 1 and 2

“Supreme Court cases in this area squarely establish that
patent and copyright tying, unlike other tying cases, do not
require an affirmative demonstration of market power”

Supreme Court granted certiorari on whether the
existence of a patent implies market power

All indications are that the Court will abandon per se rule

10/29/2005 Cotropia -- AIPLA 36



i —
HalIoween-ReIated Patents

Weather and Climate Adaptive
Halloween Costume —
U.S. 6,904,612 (cont’'d)
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