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I ntroduction

When terms such as "inequitable conduct” or "frandhe office" come up in the
intellectual property context, one immediately ®snof patent law. The concept of
inequitable conduct before the United States PatedtTrademark Office ("USPTQO") is
thought by many to involve only the first part bat agency's name—the Patent Office.
This assumption is not without basis. Much ink Heeen spilt in court opinions,
proposed statutory and regulatory reforms, and exoad articles on the topic of
inequitable conduct before the patent side of t6€TO.

However, there is a fairly robust case law on getpf inequitable conduct in
trademark and copyright law. Identified as simffiaud,” the two major treatises in
these two intellectual property areas devote sestim the concept of fraud on the
trademark side of the USPTO ("Trademark Officef)d dhe United States Copyright
Office ("Copyright Office")* Fraud on the Trademark and Copyright Office isapl
with a greater regularity then one would imagifed, as a result, many court opinions
have addressed the concept of fraud in this cantext

This Article serves two purposes. First, this édiintroduces the main concepts
behind fraud on the Trademark and Copyright OfficEhe basics of both of these
doctrines are explored. Second, this Article Woltus on recent case law in these two
areas. The focus is on cases over the past sig yearder to get a better understanding
of the current state of these doctrines. The camwbsde opinions from court of appeals,
district courts, and the Trademark Trial and Appgaard ("TTAB"). Throughout this
discussion, some observations will be made abasgethiecent cases and what, if any,
insight they have on possible doctrinal changesotoe. In addition, to give the reader a
reference point, comparisons will sometimes be niztween the doctrines of fraud in
trademark and copyright law and inequitable conduthe patent law.

l. Fraud on the Trademark Office
Recent court opinions articulate the elements ofipg fraud on the Trademark
Office in two ways. The first requires the prodffive elements in order to establish the

defense of fraud:

(1) a false representation regarding a materidj fac
(2) knowledge or belief that the representatioialise;

" Associate Professor of Law, Intellectual Propémstitute, University of Richmond School of Law.
! See J. Thomas McCarthyicCarthy on Trademarks and Unfair Competition §§31.59-31.89 (4th Edition
2004).



Fraud on the Trademark and Copyright Office

(3) an intention to induce the listener to act efrain from acting in
reliance upon the misrepresentation;

(4) reasonable reliance upon the misrepresentadiuh;

(5) damage proximately resulting from such reliahce

This articulation of fraud leans heavily on the gexh concept of fraud under tort
law. This test for fraud also focuses almost sotai "affirmative” fraud, or, a
false statement to the office, as opposed to assian® The test also requires an
explicit showing of damages.

Other courts, and the TTAB, use different articolaé of fraud on the
Trademark Office. Some courts require "the alleggidnger to show false
representation of a material fact, knowledge offatisity, and intent to induce
reliance on the misrepresentatidnThe test is still focused on affirmative, false
statements, but just requires intended reliancgpassed to actual reliance. And
no specific finding of damages is required.

Yet another articulation, by the Federal Circuilahe TTAB, indicates
that fraud in obtaining a trademark registratiorcuss "when an applicant
knowingly makes false, material representation$aofs in connection with his
application.® This standard still appears to require an afftimeaact, but does
not mention reliance at all.

Boiled down, the test for fraud in trademark laveslaot vary widely, at
least in its articulation, from the test for inegle conduct in patent law. Patent
law requires a proof that of an (1) affirmative refgresentations of a material
fact, failure to disclose material information, submission of false material
information and (2) an intent to decef/e.The two main requirements—of
materiality and intent—are common between both riees, regardless of the
specific articulation used in trademark. The maiifierence, at least on its face,
is that patent law explicitly includes omissionghe universe of fraudulent acts.

With the standard for fraud on the Trademark Offaie out, the rest of
this section explores recent cases concerning #megs—procedural aspects of
the doctrine, materiality both in the context ds&representations and fraudulent
omissions, and intent. These three areas wiladkert in turn.

2 Federal Treasury Enter. Sojuzplodoimport v. Spirit'l N.V., 425 F. Supp. 2d 458, 467-68 (S.D.N.Y.
2006) (citing McCarthysupra note 1, at § 31:96).

3 McCarthy,supra note 1, at § 31:61.

* Whirlpool Props., Inc. v. LG Elecs. U.S.A., In2005 WL 3088339, *25 (W.D. Mich. Nov. 17, 2005).
® Standard Knitting, Ltd. v. Toyota Jidosha KabusHKiaisha, 77 USPQ2d 1917 (TTAB 2006) (citing
Torres v. Cantine Torresella S.r.L., 808 F.2d 4&d(FCir. 1986)).

® Alza Corp. v. Mylan Labs., Inc391 F.3d 1365, 1373 (Fed. Cir. 2004).
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A. Procedural Aspects
1. Must Plead with Rule 9(b) Particularity

A claim of fraud on the Trademark Office must Hedpwith the particularity
required by Federal Rule of Civil Procedure 9(b)The party pleading fraud on the
Patent and Trademark Office must 'specify the statgs that [it] contends were
fraudulent' and 'explain why the statements weaadulent.® This requirement applies
when pleading fraud in a district court action or an opposition or cancellation
proceeding before the TTAB.

Over the last six years, courts have dismisseendes of fraud for failing to meet
the Rule 9(b) standard. Ilowa Health System v. Trinity Health Corp., lowa Health
System asserted that the mark "Trinity HealthcaeeviSes,” U.S. Registration No.
1,783,699 (the " '669 mark") should be cancelledabsee, in part, it was procured by
fraud’® lowa Health claimed that the original owner of t669 mark "was aware that
third parties had superior rights to the mark, Ekited to disclose that fact to the
[Trademark Office], and that the applicant knewt it&listing of the services it intended
to provide under the mark as 'healthcare servises overbroad and misleading."
Trinity Health argued that these allegations weeraty conclusory and seek to dismiss
the claim under Rule 9(b).

The court initially found that lowa Health propedlleged the "circumstances' of
the fraud"—they alleged the time, place, contenthef false representations, identity of
the person who made the misrepresentations, andt wi@s obtained by the
misrepresentations (the '669 matk). The problem with lowa Health's pleading,
however, was they failed to identify a "factual isad$or their assertion that the original
owner of the '669 trademark was both aware of ra {hérty with superior rights and that
the declaration of intended use was overbroad dsktading™® lowa Health plead these
conclusions upon "information and belief* and Efgl@ircuit case law requires such a
pleading on information and belief to be "accompdnby a statement of the facts on
which the belief was founded® lowa Health failed to identify the third party thi
superior rights that the '669 trademark owner taoigw of and failed to disclose. lowa
Health also plead that Trinity Health provided "hWeacare services"—both failing to
support the later allegation of fraud and, in twemutting such an allegatidf.

"'San Juan Prods., Inc. v. San Juan Pools of Ka,,849 F.2d 468, 472 (10th Cir. 1988); lowa He&ljis.
v. Trinity Health Corp., 177 F. Supp. 2d 897, 9B}{NM.D. lowa 2001).

8 Federal Treasury, 425 F. Supp. 2d at 468 (qu@Higlds v. Citytrust Bancorp, Inc., 25 F.3d 112428
(2d Cir. 1994)).

°1d.; Ohio State Univ. v. Ohio Univ., 51 USPQ2d 128293 (TTAB 1999).

1% owa Health, 177 F. Supp. 2d at 913-14.

d. at 913.

21d, at 915.

¥d. at 916-17.

1d. at 916 (quoting FI. State Bd. of Admin. v. Greaed Fin. Corp., 270 F.3d 645, 668 (8th Cir. 2001)).
°|d. at 916-17.

®1d. at 917.
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A claim of fraud was also dismissed under Rule) 9(b Federal Treasury
Enterprise Sojuzplodoimport v. Spirits International N.V.}” The mark at issue was
"Stolichnaya" for vodka and the plaintiff arguedattithe defendants did not have a
rightful claim to the trademark, in part, becauseirtregistration was invalid due to fraud
on the office’® Plaintiff alleged that defendant's declaratiofisnzontestability and
continued use in commerce were false because wene Russian judicial proceedings
concerning title to the mark pendifg.

The court noted, however, that the only allegatioplaintiff's complaint was that
defendants "knowingly present[ed] and cause[edkfaiformation to be presented to the
[Patent and Trademark Office], in reliance on whibk Patent and Trademark Office
recorded the STOLICHNAYA Second Generation Markbelsnging to [defendantsf™
No specific allegations of fraud were presentedhe €ourt went on to note that even if
the cglmplaint contained the specific allegatiorseyt could not support a claim of
fraud:

These two cases are contrasted with the courtknigoin Louis Vuitton Malletier
v. Dooney & Bourke, Inc.?? Louis Vuitton alleged that Dooney & Bourke infgied its "S
Lock" trademark by using the mark on Dooney's hagdband other products. Dooney
responded, in part, by alleging that Louis Vuittoommitted fraud on the Trademark
Office by intentionally changing its drawing of msark in a later office submission and
making a fraudulent statement regarding the made3® The court found the pleading
regarding these two basis for fraud to by suffifierspecific. The court noted that
Dooney's pleadings identified the specific filingswhich the fraud was contained and
facts that showed that Louis Vuitton knew the repreations were falsé.

2. Burden of Proof

A party trying to prove a claim of fraud on thea@iemark Office carries a heavy
burden. Fraud must be proven by clear and conwneividencé® "Fraud . . . must be
‘proved to the hilt" with little or no room for spdation or surmise; considerable room
for honest mistake, inadvertence, erroneous coiaeept rights, and negligent omission;
and any doubts resolved against the charging p&tyAs McCarthy puts it, “[bJoth the

17425 F. Supp. 2d 458, 467-69 (S.D.N.Y. 2006).

®1d. at 467-68.

1d. at 468.

21d. at 468 (quoting the Second Amended Complaint).

L1d. at 468-69 (noting that the allegations amounteghtallegation of a defective chain of title unglie
an assignment and that "[p]laintiffs have citedanthority for the proposition that the mere recogddf an
assignment may constitute fraud on the Patent aademark Office").

222006 WL 2807213 (S.D.N.Y. Sept. 28, 2006).

2|d. at *4.

1d. at *5.

% Money Store v. Harriscorp Finance, Inc., 689 F686, 670 (7th Cir. 1982).

% Yocum v. Covington, 216 USPQ 210, 216 (TTAB 1982).
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courts and the Trademark Board regards chargesaod fin procurement of trademark
registration as a disfavored defenée."

3. Section 38 of the Lanham Act (15 U.S.C. § 3120

Not only can fraud on the Trademark Office be &uee, it can also be an
affirmative claim that can vest, by itself, thetdd court with jurisdiction. Section 38 of
the Lanham Act, 15 U.S.C. § 1120, creates civibiliy for a false or fraudulent
registration. Section 38 reads:

Any person who shall procure registration in théeRaand Trademark
Office of a mark by a false or fraudulent declamator representation, oral
or in writing, or by any false means, shall beligain a civil action by any
person injured thereby for any damages sustainedrisequence thereof.

The case law regarding 8§ 38 relies heavily on thgedaw regarding the traditional
defense of fraud on the trademark office. The madijderences are two.

First, as noted in the recent caBhkiladelphia v. EMI Earthmate, Inc., 8 38
authorizes a civil action "by any person” who malkaegations of fraud on the
Trademark Officé® The City of Philadelphia alleged that it enteieb a contract with
the defendants that required them to register eatetark established for the contracted
product to be registered in the name of the €itfpefendants did file an application and
receive a trademark, but did not assign it to thity. CThe City sued the defendants
alleging, in part, that defendants falsely regetethe trademark "under its own name
when it knew that its contract with the City recpairit to register the trademark under the
City's name ®

Defendants argued that the City did not have standinder the Lanham Act.
The court found otherwise, noting that "the owneremistrant of a trademark is not the
only party with standing to bring a civil actionder the Lanham Act* Section 38
a||0\g/28 anyone who is injured by a fraudulent regisdn to sue in federal court under the
Act.

The second difference between fraud as a defercséraund under § 38 is that 8§
38 requires injury from the registratidh.Attorneys fees and costs expended in trying to
cancel the fraudulently procured mark do not quas damages under § $8Nor does

27 McCarthy,supra note 1, § 31:68.

2872 USPQ2d 1761, 1763 (E.D. Penn. 2004).
#|d. at 1762.

:(1) Id. at 1763 (quoting the Complaint).

2

¥15U.S.C. § 1120.

3 McCarthy,supra note 1, at § 31:86.
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any harm, such as an injunction or damages, raguftiom a finding of trademark
infringement based on a common law trademark ugd(a) or a state law trademdark.

4, Limit to Remedies from Finding of Fraud

Notably, even if one succeeds on a claim of frandh®e Trademark Office, the
only result is cancellation of the mark from theldeal registry’® The court inFar Our
Productions v. Oskar recently noted that even if the mark is cancetlad to fraud, "the
appellees could (and did) still bring suit allegz@mmon law trademark infringemerit."
Fraud can result in an increase in damages, stegnfrom 8 38, but in a trademark
infringement case, one must still succeed agdiesirtfringement claini®

Such a limitation has led McCarthy to conclude tlidttis difficult to understand
why defendants in many trademark infringementsssexippend so much time, effort and
money in vigorously pursuing the claim that plditgifederal registration was obtained
by fraud.®® The defense does not operate the same way aatémtpcases where a
successful claim of inequitable conduct renderswhele patent, including unasserted
claims, unenforceable, leaving the patentee witthing upon which to continue their
assertion of infringemefrit.

However, there are some benefits. Cancelling arddegistration may put the
defendant in a better position regarding priorigcéuse the basis for constructive use
nationwide is now gon&. In addition, fraud's impact is wide enough thatti regarding
the false disclosure of use on certain goods amdices will void the complete
registration, even if some of the uses listed woereect’? So, in a way, trademark fraud
is not that far from inequitable conduct in thatud regarding one use has the same effect
as fraud regarding one patent claim—it invalidaa#<f the rights stemming from the
fraudulently procured instrument.

In addition, fraud on the Trademark Office is atfeat question tried to the jufy.
A court recently decided irMinnesota Mining & Manufacturing Co. v. Shurtape
Technologies that a claim of fraud is to be tried to a jury, e courf* The court noted
that many of the cases involving fraud on the Tnaald Office have been given to the

*1d.

% See Far Out Productions, Inc. v. Oskar, 247 F.3d 98&, (9th Cir. 2001); McCarthgupra note 1, at §

31:60.

%7247 F.3d at 996.

3 Gilber/Robinson, Inc. v. Carrier Beverage-Missolnc., 989 F.2d 985 (8th Cir. 1993).

39 McCarthy,supra note 1, at § 31:60.

40 Agfa Corp. v. Creo Prods. Inc., 451 F.3d 1366,91@+d. Cir. 2006) (noting that "inequitable conduc

early in the prosecution may render unenforceabldams which eventually issue from the same or a

related application").

1 McCarthy,supra note 1, § 31:60.

2 Grand Canyon West Ranch, LLC v. Haulapai TribeUBQ2d 1696 (TTAB 2006) (noting that without

a finding of fraud, the trademark registrationimply amended to remove the uses that are not imuly

use).

;‘j Minnesota Mining & Mfg. Co. v. Shurtape Techs..|r62 USPQ2d 1606, 1607-08 (D. Minn. 2002).
Id.
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jury.* Furthermore, there is no prudential reason torbifte the fraud claim from the
rest of the trademark litigatiofi. Getting facts regarding fraud before a jury hdsgh
likelihood of influencing the jury's views on othissues regarding the litigation.

B. Materiality

In order to establish fraud on the Trademark Offaa®e must prove that the false
statement or omission was material to the offi€bat is, "but for the misrepresentation,
the federal registration either would not or shautd have issued'* This section breaks
up the materiality discussion into two categorieShe first deals with affirmative
statements that are material. That is, falsersités to the office. The second considers
omissions that are material to the office. Notalite later is not explicitly set forth as a
possible basis for fraud in most recitations of thquired elements for fraud on the
Trademark Office. However, courts and the TTABadig allow such omissions, given
their materiality and the requisite intent, to soip@ finding of fraud.

1. False Statements Regarding "Use"

There are two types of false statements regandsegthat can be material. The
first involves representations of whether the markn use or not and when that use
started. The second, assuming the mark is actimllge, are representations regarding
on which products or services the mark is used.

Use in commerce must be established to obtainderdé trademark® A
declaration of use is required upon first filingtrademark registration and then to
maintain the mark on the regisffy. A common charge of fraud is that the trademark
holder told the office the mark was in use whergatuality, it was not.

Such claims have come up recently in the contéxhapntestability affidavits.
Part of an affidavit to support a claim of incomadslity is a declaration of continuous
use for five consecutive years and that it is siillise in commerc®. In Pilates, Inc. v.
Current Concepts, Inc., the defendant claimed that the registration & phaintiff's
service mark for PILATES was obtained by fraud lbseathe incontestability affidavit
was false! Specifically, the defendant alleged that thentiffidid not use the mark in
interstate commerce for four of the five year perfo The court agreed that this was
material because failure to file an affidavit indig these representations would have
resulted in cancellation of the matk.

*°1d. at 1608.
% 1d.
" McCarthy,supra note 1, at § 31:67.
“8 Zazu Designs v. L'Oreal, S.A., 979 F.2d 499 (7ith £992).
915 U.S.C. § 1051.
15 U.S.C. § 1065(3).
1120 F. Supp. 2d 286, 312-13 (S.D.N.Y. 2000).
52
Id.
3 d. at 312 (citing 15 U.S.C. § 105(a)-(b)).
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In other instances, however, false statementsdegpuse are not material. For
example, the allegations rewis v. Microsoft Corp. recite a common false statement that
is not material® Lewis alleged that Microsoft's registration forINDOWS was
obtained by fraud, and thus the underlying actaf®ICO claim, because the trademark
application contained an incorrect “first use date. The court noted, in line with
previous case law, that this statement of first esen if it is false, cannot be material "as
long as the actual first use occurred prior toapglication date>®

Another example of a non-material false statemegérding use arose Boller
v. Sutech U.SA,, Inc.>” Stoller claimed that Sutech obtained its STEALfdrk for its
lawnmower by fraud. Specifically, Stoller claiméeht Sutech made false statements
regarding its prior use in an intent-to-use appiice®® The court found that such
statements, if truly false, could not be materiatduse "[a]n intent-to-use application
does not rely on or require any prior use of thekmand Sutech was not required to
prove any priority date based on its first usehefinark.®® Furthermore, there is nothing
that prevents an applicant from filing an intertdts®e application when that applicant has
actually used the mark in the p&St.

The second category of use cases involve situatiare the mark is truly in use,
but not on all of the goods and services listethi application. There are two recent
examples of such claims in cases before the TTABMedinol Ltd. v. Neuro Vasx, Inc.,
Medinol sought to cancel Neuro Vasx mark NEUROVASX.The application for
NEUROVASX identified two goods—stents and cathetérsHowever, even when
Neuro Vasx filed its statement of use in respomséhé notice of allowance, the mark
was not in use on sterfts.That is, it was only being used on catheterse TRAB found
such a false representation to the office matdsedause use is required to get a
registration for each good or service listéd.

A similar finding of materiality was made ®andard Knitting, Ltd. v. Toyota
Jidosha Kabushiki Kaisha.®® Standard opposed Toyota's registration of thekmar
TUNDRA for "automobiles and structural parts théré8 In response, Toyota argued,
in part, that Standard's registrations for the mafk/INDRA and TUNDRA SPORT

4410 F. Supp. 2d 432, 439 (E.D.N.C. 2006).
55
Id.
*|d. The court also found that Lewis's RICO claimefdibecause there was no evidence that the alleged
fraudulent activity was directed at Lewikd.
72006 WL 2853059 (Fed. Cir. Oct. 5, 2006).
58 *
Id. at *2.
#d.
®91d. (citing Corporate Document Servs. Inc. v. |.C.E.D. Mgnt. Inc., 48 USPQ2d 1477, 1479 (TTAB
1998)).
167 USPQ2d 1205 (TTAB 2003).
21d. at 1209-10.
63
Id.
4.
577 USPQ2d 1917 (TTAB 2005).
%1d. at 1919.
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should be cancelled due to fratld. Toyota argued, and the TTAB agreed, that while
these marks identified certain children's clothingheir registrations, there was never
any use of the marks by Standard on children'siclgf® These false statements of use
are material. "There is no question that the USMDOId not have granted registrations
covering goods on which the mark is not being u§&d.

2. Omissions

As noted above, omission of material informatiesmot explicitly set forth as a
grounds for fraud on the Trademark Office. Howews seen below, the courts and
TTAB seem willing to at least entertain the podgipithat an omission can form the
foundation for a finding of fraud.

a. Failure to Disclose Use By Others

McCarthy has stated that claims of fraud that m@hyan applicant's failure to
disclose use of the mark by others non-discloshae¢ uniformly been rejected” This
statement is transformed by some into the beliaf there is no duty to disclose other's
use of a mark to the Trademark Office. While clasé¢he truth, this conclusion of "no
duty” goes a bit farther than the case law indgatélhere are instances where an
applicant must disclose another's use of the mankset instances where another user
has “clearly established" rights to the m&rkThat is, one must disclose any knowledge
they have of someone elsegights in the mark, not mere use. The basis for this
distinction, and for the affirmative obligation disclosure, albeit limited, is the required
application oath that one "believes himself, or fine, corporation or association in
whose behalf he makes the verification, to be thmer of the mark sought to be
registered.”

The TTAB, inOhio Sate University v. Ohio University, set forth four facts that
need to be established to prove fraud due to fatldisclosé’ These facts are:

(1) there was in fact another use of the sameconéusingly similar mark
at the time the oath was signed,;

(2) the other user had legal rights superior tdieapt's rights;

(3) applicant knew that the other user had rightshe mark superior to
applicant's, and either believed that a likelihodadonfusion would result
from applicant's use of its mark or had no reaskenbbsis for believing
otherwise; and

®7d.

®%1d. at 1926-27.

9d. at 1928.

"9 McCarthy,supra note 1, § 31:76.

"' Rosso & Mastracco, Inc. v. Giant Food, Inc., 722dF1263, 1266 (Fed. Cir. 1983).
215 U.S.C. § 1051(a).

351 USPQ2d 1289 (TTAB 1999)
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(4) applicant, in failing to disclose these facghe Patent and Trademark
Office, intended to procure a registration to whigpplicant was not
entitled”*

The Federal Circuit has also indicated the extdrthe duty to disclose. The
court noted that other user's rights are "cleastaldished,” and thus need to be disclosed,
when they are identified by "a court decree, by..a settlement agreement, or by a
[trademark] registration’®

In eCash Technologies, Inc. v. Guagliardo, the defendant alleged that the
plaintiffs mark ECASH should be cancelled for ifag to disclose the defendant's
ownership of the domain name ecash.¢dm.The court noted that the trademark
applicant only need a "good faith" belief thatsithe senior uséf. In addition, the court
stated that there is "no duty to investigate apaneto the PTO all other possible users of
the same or similar mark® The court then noted that mere registration ofbmain
name does not convey trademark rigfits. Thus, the non-disclosure of another's
ownership of a domain name that uses the marktisaterial*

The court inWhirlpool Properties, Inc. v. LG Electronics U.SA., Inc. came to a
similar conclusion, not placing an affirmative duty investigate and disclose similar
marks to the offic The defendant alleged that the mark WHISPER QUVEE
obtained fraudulently due, in part, because ofnpiffis failure to disclose other's uses of
the mark that would indicate the mark is generienerely descriptivé? Other's usage
did not clearly establish another's equal or s@peight to the mark. "The fact that other
parties had been using the words whisper quieheeiin common speech or in
commerce, did not disable Whirlpool from attemptitey show that the words had
acquired secondary meaning for KitchenAid dishwesl&d washing machine®."The
court concluded that "[l]ike most allegations oddd in this area, defendants' assertions
are weak and ill-founded”

The court's decision ibeneral Healthcare Ltd. v. Qashat deviates a little from
previous case law, suggesting that knowledge dairpsse in commerce may prompt
some duty of investigation to support non-disclestr The plaintiff alleged, among
other things, that the defendant was aware of prsw of the KENT mark when he

"1d. at 1293 (finding that all of these facts were gladth enough specificity to survive a Rule 9(b)
inquiry).

® Rosso, 720 F.2d at 1266.

70127 F. Supp. 1069, 1079 (C.D. Cal. 2000).

d.

81d. at 1079-80 (citindvloney Store v. Harriscorp Finance, Inc., 689 F.2d 666, 670 (7th Cir. 1982)).
1d. at 1080.

d.

812005 WL 3088339, *25 (W.D. Mich. Nov. 17, 2005)

81d. (noting this is the best way to characterize fiyiment by defendant, for any other way would
simply be dealing with characterization to the adfinot the presentation of facts).

8d.

#1d. at *26.

8364 F.3d 332 (1st Cir. 2004).
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registered® The court found that the defendant was awareriof pise of the KENT
mark®’ However, the defendant had a reasonable basistehwas simply appropriating
an abandoned mark® The defendant only knew of use of the mark inNtiddle East.
He even investigated the prior use of the KENT manrd found that an earlier
application for registration of the mark was reget;tthe file was subsequently destroyed,
and the prior user had stopped all operatf8n3hese facts helped support a good faith
belief that the defendant had rights to the mark.

Courts have found fraud based on a failure tdassc InUnited Phosphorus Ltd.
v. Midland Fumigant, Inc., the court upheld a jury verdict of fraud on theademark
Office based on a failure to disclose a prior Us&@he mark at issue was QUICK-PHOS
and the jury was presented with evidence that #gfiendlant, the mark holder, knew about
another company, United, using the same mark ®is#ime product when they filed for
their registratior’> Evidence was produced that the defendant bohghQUICK-PHOS
marked product from United and that United hadfieatithe defendant they owned the
QUICK-PHOS mark? While there was no federal registration or piicdigment, the
court concluded that "[g]iven these facts, the jums free to find [defendant's]
representatives knew United owned the QUICK-PHO%mad had the right to use the
mark in interstate commercg®"

Based on these cases, the standard for materraliggrding omissions is not
terribly different than that in patent law. Theaseno affirmative duty to search, which
exists in patent law as well. The major differensehe quantity and quality of the
information that one knows that must be discloskdpatent law, materiality is defined
broadly enough to prompt disclosure of anythingwandhat is even minimally relevant
to patentability. However, in trademark law, the/lon disclosure of prior uses prompts
a high degree of materiality on the ultimate iseti@riority—requiring disclosures only
in thogae instances were it is clear the other hasreither equal or superior rights in the
mark:

b. Failure to Disclose Geographic Identity

An interesting recent case placed an affirmativgy @n an applicant to disclose
the specific geographic identity of a mark. Daesang Corp. v. Rhee Bros. Inc., the
plaintiff claimed the defendant fraudulently proedrthe mark SOON CHANG for a
Korean condiment or sauce commonly known as hopgrepaste or hot bean paSte.
This condiment is also known as Gochujang and ig pepular among Koreans and the

d. at 338.

871d.

8,

814,

9205 F.3d 1219, 1226-27 (10th Cir. 2000).
L1d. at 1227.

21d,

%4,

*Whirlpool Props., 2005 WL 3088339, at *25.
%77 USPQ2d 1753, 1755 (D. Md. 2005).
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Soon Chang province of Korea "has been well knowvrahd associated with producing
high quality gochujang for centurie®" The defendant-applicant failed to inform the
Trademark Office of "Soon Chang's geographical tithefor its] association with high
qualityggochujang97 Instead, the defendant told the office that SGbang meant "pure
spear.

The court found that the defendant's represemimtio the office, and failure to
inform the office of the goods-place associatiotwieen Soon Chang and gochujang,
amounted to a material omissioh. The defendant had knowledge of this goods-place
association amongst the relevant consuming publiore&n-Americans’® The failure
to tell the office more than the fact that Soon i@has a town in Korea "is simply
insufficient to satisfy [the defendant's] dutyrtake a full disclosure as to all relevant
facts of which it had knowledge bearing on the RT@ecision to grant the
registration.***  This omitted information is material because i§ctbsed, "the PTO
would certainly have denied the registration ondheund that this association rendered

the mark deceptive and primarily geographicallyegively misdescriptive®?

C. Failure to Disclose Related Patents

In Roller Derby Skate Corp. v. Bauer Nike Hockey Inc., Roller Derby opposed
registration of a particular design, in part, bessaof fraud on the trademark offitg.
Roller Derby's specific allegation is based on Baufilure to disclose three United
States patents and two Canadian patents to whiehmiérk was the subjet¥ The
argument, presumably, is that these patents wouwdniaterial to the issue of
functionality. The TTAB did not rule on this claim the January 7, 2005 opinion.
However, one can envision such a claim to meet rdguirement of materiality,
particularly given the Supreme Court's decisionliafFix Devices, Inc. v. Marketing
Displays, Inc.1%®

C. I ntent
Traditionally, the intent required to establistaud on the trademark office is

willful intent.’®® That is, "[flraud arises only when the party nmakihe false statement
of fact knows that the fact is fals€" However, as of late, the standard has broadened t

%d.
91d. at 1760.
%d.
“1d. at 1761.
100 |d

10114, at 1762.

102 |d

1932005 WL 67826 (TTAB Jan. 7, 2005).

1414, at *1.

195532 U.S. 23 (2001).

1% Smith Int'l, Inc. v. Olin Corp., 209 USPQ 10334B0(TTAB 1981); McCarthysupra note 1, at § 31:66.
197 McCarthy,supra note 1, at § 31:66.
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encompass both situations where they knew thehadse andshould have known the
falsehood-*®

The relaxing of the standard is seen in the red@hB decision inMedinal,
discussed earlié?? The material false statement at issue regardiagyoods listed for
use, with the applicant listing both stents ande&rs, while the mark NEUROVSAX
was not used on steritd. The applicant asserted that the inclusion of tstemas
"apparently overlooked" and thus the President &umd Vasx, who signed the
declaration of us&:

The TTAB concluded that all that was requiredstablish intent to commit fraud
on the trademark office is a "reckless disregardtfie truth.*'* That is, as long as one
can establish that the trademark applicant "shbalke known" the statement was false,
than intent is establishéd® The TTAB noted that the "appropriate inquiry fierefore
not into the registrant's subjective intent, buhea into the objective manifestations of
that intent.*'* The TTAB supported this standard for intent yngi an earlier Federal
Circuit caseJTorresv. Cantine Torresella Sr.L.**

The TTAB found that the applicant should have knafout the false statement
of use due to many factors. First, there were onty goods identified, making it easy
for the applicant to known what use they were aligg'® In addition, the oath of use
includes statements, such as the possibility ofisppment or fine for false statements,
that inject "such degree of solemnity" to prompirtugh investigation before signature
and submission to the Trademark Offi¢e. The TTAB also noted that the oath was not
lengthy and that the president of Neuro Vasx, wigmesd the oath, was "clearly in a
position to know (or to inquire) as to the truthté statements thereifi® This was all
enough, without any regard for the applicant's ettbje beliefs, to establish the
necessary intent.

The TTAB continued application of the "should hakeown" standard in
Sandard Knitting.'*® The claim of fraud was again on a false statenwntise.
However, in this case there were many goods listeter use as opposed to just the two
in Medinol.*® The TTAB cited the standard of intent set forttMedinol.*?* It inquired

198 Karen P. Seversofijler Beware: Medinol Standard Set Forth by the United States Patent and
Trademark Office, 96 Trademark Reporter 758, 758-59 (2006).

1967 USPQ2d 1205 (TTAB 2003).

11914, at 1207-08.

111d. at 1210.
112 |d.

113|d

114|d. at 1209.

151d. (citing 808 F.2d 46 (Fed. Cir. 1986)).
116
Id.

ll7|d
llSId

1977 USPQ2d 1917 (TTAB 2006).
12014, at 1926-27.
1211d. at 1926.
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as to whether, even if the false statements werstakes, they were "reasonable
one[s].*?* Furthermore, the TTAB noted that, even assuniiregsignor of the oath of
use—the president of Standard Knitting—"did notspeally know whether the marks
were in use . . . in the United States, he wagyat#d to inquire and to the extent he did
inquire, by looking at prior registrations, relyirgn his attorney's representations, and
asking [two others in the company], those inquitiesre grossly insufficient®> The
TTAB found that the president "had no idea" whéemhark was in use and that this lack
of knowledge evidenced a "reckless disregard fertittith.*>* As in Medinol, the TTAB
found that "[t]he specific or actual intent of [tlwath signor] is not material to the
question of fraud**®

This lowered standard for intent evidences a patite deviation from the level of
intent required to prove inequitable conduct irepafaw. As the Federal Circuit, sitting
en banc, explicitly set forth iKingsdown Medical Consultants, Ltd. v. Hollister Inc.,
neither "gross negligence" or "acts indicating rtent to deceive,” can support a finding
of intent to prove inequitable conduéf. The Federal Circuit has frequently repeated this
holding, noting that "grossly negligent conduct'nist enough to establish intéif. In
contrast, the TTAB inMedinol and Sandard Knitting specifically find that "reckless
disregard,” which amounts to gross negligence, loanthe basis for fraud on the
trademark office. The TTAB irBtandard Knitting specifically reject the holding in
Kingsdown, noting that patent cases have no relevance tisshe of trademark fraud®

As a result, while there the scope of materiaitguite narrow, what amounts to
intent is quite largé®® This low bar for intent imposes a duty to inquiret found in
patent law. Thus, trademark practitioners needotwsider whether there are facts they
should know and get to know those facts in ordeviad a finding of trademark fraud.

. Fraud on the Copyright Office

Fraud on the Copyright Office, like trademark fitaand inequitable conduct in
patent law, consists of two major components, maigr and intent. However, like
trademark, the specific articulations of the doarivary among circuits and district
courts. Nimmer, in his treatise, says fraud existthe claimant willfully misstates or
fails to state a fact that, if known, might haveised the Copyright Office to reject the
application.**® This articulation requires subjective intent, nerely gross negligence,
and includes omissions in the actions that canilplgsise fraud. In this way, copyright
fraud is much more like inequitable conduct thag&mark fraud.

12219, at 1972.

12314, at 1927.

1241d. at 1927-28.

1251d. at 1928.

126863 F.2d 867, 872 (Fed. Cir. 1988).

127ylead Sys., Inc. v. Lex Comp. & Mgmt. corp., 358d 1139, 1145 (Fed. Cir. 2003).
128 gandard Knitting, 77 USPQ2d at 1927 n.13.

129 Seversonsupra note 108, at 767-68.

130 Melville B. Nimmer & David NimmerNimmer on Copyright § 7.20[B] (2005).
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Courts follow this standard, adding small glosdetheir own here and there. The
Second Circuit's standard parrots Nimmer's, ingigathat fraud on the Office is "the
knowing failure to advise the Copyright Office @icts which might have occasioned a
rejection of the application® Some courts add the requirement of reliance Iy th
Office. InLennon v. Seaman, a district court in the Southern District of N&erk stated
that "the party asserting the fraud must establiskt the application for copyright
registration is factually inaccurate, that the maacies were willful and deliberate, and
that the Copyright Office relied on those misrepreations.**?

The Ninth Circuit finds fraud in situations wereetfalsehood is inadvertent, but
“the alleged infringer has relied to its detrimentthe mistake!®® This additional way
to find fraud mimics, to an extent, 8 38 of the ham Act that allows fraud to be
actionable if there is actual damage to someoree dike main difference being that § 38
still requires a finding of intent, while this forof "detrimental reliance" fraud does not
require a finding of intent.

With the basics of fraud on the Copyright Officaabdished, the rest of this
section looks at the specifics, proceeding in thmes fashion as the Article did with
trademark fraud. First, some procedural aspect®pyright fraud are identified. Then,
the two main requirements for a finding of fraudateriality and intent, are explored in
turn.

A. Procedural Aspects
1. Must Plead with Rule 9(b) Particularity

As was noted with regards to trademark fraud,dran the Copyright Office, at
least with some courts, must meet the heighteneatipig requires of Rule 9(b¥*

2. Burden of Proof

Many courts and commentators have said that "ty gaeking to prove fraud on
the Copyright Office bears a 'heavy burd&f1." As recent as theennon case in the
Southern District of New York, courts have idemtifithis strong presumption against a
finding of fraud**® Thus, "courts generally follow a liberal approdaotupholding even
erroneous registration application€™ The court inLennon went so far as to note the
possible additional requirement, beyond materiadity intent, that the party alleging
fraud has "been prejudiced, or suffered some danasge result of the alleged fraud®

131 Eckesv. Card Price Update, 736 F.2d 859, 861 (2d Cir. 1984).

13284 F. Supp. 2d 522, 525 (S.D.N.Y. 2000).

133 Urantia Found. v. Maaherra, 114 F.3d 955, 963 (9th1997).

1341 ennon, 84 F. Supp. 2d at 525 n. 2 (citing other Soutlizistrict of New York cases).
135 Nimmer & Nimmer,supra note 130, at § 7.20[B].

1361 ennon, 84 F. Supp. 2d at 525.

137 Nimmer & Nimmer supra note 130, at § 7.20[B].

13814, (citing cases).
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3. Available Remedy

One of the unique aspects of fraud on the Copyrigffice is the remedy
available and the impact that remedy can haveapgright infringement action.

A copyright can exist in a particular work regasti of whether that work is
registered with the Copyright Offidé® However, § 411 of the Federal Copyright Act
indicates that "no action for infringement of thepygright in any work shall be instituted
until registration of the copyright claim has bemade.**® A copyright holder must,
therefore, register the work upon they are allegimgngement in order to vest the
federal court with jurisdiction’®  Furthermore, registration creates a rebuttable
presumption that the copyright is valtf.

The result of a finding of fraud on the Copyrigbifice is an invalidation of the
registration:*® In turn, this robs the federal court of juriséict and forces the suit to be
dismissed** The fraud cannot be cured by a supplemental tragisn because a
supplemental registration "augments" but does nesupérsede" the original
registration**>  The original registration cannot be “retroactivethang[ed].**®
Furthermore, iQueenie, Ltd. v. Nygard International, a finding of fraud also supported
an award of attorney feé¥’

Even if fraud is not found, a material misstatemean still have the effect of
removing the presumption of validitf? The court still has jurisdiction, because there
was no fraud due to lack of intent. However, thebuttable presumption has
disappeared?’

An interesting question not answered by the casrtshether a copyright owner
can, after a finding of fraud, just go back andleetheir copyright registration and file
suit again. Presumably this is possible given tkgtstration is merely a formality to
create jurisdiction and does not speak to the Uyidgrcopyright's validity. However,
even if this is a viable option, it is not a sifoat in which one would want to find
themselves.

13917 U.S.C. § 408(a).

14017 U.S.C. § 411(a).

141 5ee e.g., Raquel v. Education Mgmt. Corp., 196 F.3d 178 @@ Cir. 1999), vacated on other grnds,
531 U.S. 952 (2000); Morgan, Inc. v. White Rocktilleries, Inc., 230 F. Supp. 2d 104, 107 (D. Me.
2002).

14217 U.S.C. § 410(c); Whimsicality, Inc. v. Rubi€sstume Co., 891 F.2d 452 , 455 (2d Cir. 1980).
143 Nimmer & Nimmer supra note 130, at § 7.20[B].

144 Raquel, 196 F.3d at 179; Eckes v. Card Prices Update 736 859, 861-62 (2d Cir. 1984) (concluding
that the knowing failure to "advise the Copyrigtfi€® of facts which might have occasioned a régact
of the application" is enough to preclude infringemhaction”).

14537 C.F.R. § 201.5(b)(2)(ii)A), 201.5(d)(2); ShaRgcords, Inc. v. Source Enterps., Inc., 2005 WL
14920, *11 (S.D.N.Y. 2005).

16 R. Ready Prods., Inc. v. Cantrell, 85 F. Supp622, 692 (S.D. Tex. 2000).

147321 F.3d 282, 289 (2d Cir. 2003).

148 ennon, 84 F. Supp. 2d at 525.
149 Id
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B. Materiality

As previously noted, for a misstatement or omisdimrbe consider as fraud it
must be material. For a misstatement or omissopet material, it must be relevant to
the question of registration. Almost all allegasoof fraud center on the question of
ownership. Either ownership in the sense of whethe registrant is an author or
whether the work is based on preexisting, copyedhworks. Such a narrow focus of
materiality is expected given that copyrights anepdy registered, not examined.

1. Misstatement of Authorship or Ownership

One of the most common allegation of fraud onGleyright Office focuses on a
misstatement as to authorship and/or ownership.mdst cases, fraud is based upon
listing someone as an author who is, in truth,axob-author or the opposite—failing to
list someone as a co-author who is, in truth, awiior. For example, ighady Records,

Inc. v. Source Enterprises, Inc., one of the allegations of copyright fraud argtieat the
registrations for the song "So Many Styles" failednclude two co-authors® The court
noted that the plaintiff admitted that both of taesnitted individuals did "participat[e] in
the creation of 'So Many Styles,™ and thus werauathors'>*

The court still found the omission of these co-auhas immaterial and thus, as a
matter of law, their absence did not invalidate thgistration:>> The court noted that
material information goes to questions of origityalthe nature of the copyright work,
and contested claims of authorship or ownerSHipHere, the failure to cite additional
authors was not material because the Copyrightc®fBpecifically allows for the
augmentation of the original registration througiplemental registration? That is,
the Office freely allows the addition of authoradahus the Office clearly does not see
such omissions as being matefAl.

In Tuff-N-Rumble Management, Inc. v. Sugarhill Music Publishing, the court
found the opposite immaterial—the original inclusiof someone who was not, in
actuality, an author’® One of the allegation of fraud ifuff-N-Rumble was that Tuff
City Records was incorrectly listed as an authoth@registration for the song "Spoonin’
Rap.™” The court concluded that there was no reasown ashy the Copyright Office
would have rejected the registration applicatiod haff City Records not been listed as

1502005 WL 14920, at *10.
151 |d.

152 Id
1331d. at *11 (citing cases).
154
Id.
155 Id

15699 F. Supp. 2d 450, 455-56 (S.D.N.Y. 2000).
157
Id.
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an author®® The court found no authority suggesting the Offigeuld have even
guestioned the application if it knew of this e

In contrast to authorship errors, courts have foemdrs as to ownership material.
The correctness of ownership does effect "thetgwh the Copyright Office to properly
register the copyright to the true ownéf?" And issues of ownership can be tied to issues
of authorship.

For example, an improper statement as to whetlewthrk was a work for hire
can be material. IMorgan, the individual photographer of the work at issegistered
the photograph in his own name, not the companyvfich he was working®® Thus,
the copyright registration as issued was incorredth him listed as the author, and
therefore, ownet®® If the work was a work for hire, the author andner is the
company for which he workéd® This error in ownership was material because it
rendered the registration invalitf.

Not all courts, however, find mistakes as to whe#hevork is for hire material.
In Morédlli v. Tiffany & Co., the court found the failure to identify the jemetlesigns as
works for hire to not be materifl> The facts are similar to those Morgan, with the
designer registering the works as his own as thoauand failing to identify the
company who was the true author under the workhioe doctrine'®® The crucial
difference between the two cases is two-fold. tFitke Copyright Office actually
rejected the incorrect application because of Easriginality, and thus the plaintiff was
not able to use the registration to gain a presiompof validity!®’ In addition, the
Copyright Office intervened in the case and saidt tthe correct designation of
authorship, and thus ownership, would not "haveatiegly influenced any decision
made by [the] Office!® There was also good evidence of no intent, whiith be
discussed below.

In Shady Records, the court found a mistake regarding a work foe ldiesignation
as immaterial where the error went the other wayregk was identified as a work for
hire when it was no®® With regards to the registration of the song 'Folish Pride,"
the registration incorrectly identified the work @asvork for hire for a company that was
not formed at the time of the work's creatféh. Thus, the correct owner was not the
company, but the authors themselves. Howevere thhas information that at the time of

19814, at 456.

159 |d

160 qhady Records, 2005 WL 14920, at *11.

161230 F. Supp. 2d at 108.

162 |d

16317 U.S.C. § 201(b).

184 Morgan, 230 F. Supp. 2d at 108.

165186 F. Supp. 2d 563, 565-66 (E.D. Penn. 2002).
1%61d. at 565.

%71d. at 566.

168 |d

169 ghady Records, 2005 WL 14920, at *8-9.

17014, at *8 (noting that the company, Shady Records, faased ten years later).
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registration, the company was an owner due to asmgts, not a work for hire
arrangement’* The error was not material because, while howdbmpany was an
owner was incorrect, the ultimate conclusion aswaership was corredt?

Finally, on the general issue of ownership, thercouHuthwaite, Inc. v. Sunrise
Assisted Living, Inc., found that incorrect identification of ownershyy an exclusive
licensee was not materidf The registrant only had an exclusive right to lislibthe
book and thus was not an author or owner of theyrigipt for registration purposes’
The author did give the registrant the authorityegister the copyright on his behHf.
The court simply found this error to be "technicalid "immaterial,” providing little
additional analysis’®

2. Failure to ldentify the Work as Derivative

Another common allegation of fraud is the failtoenotify the Copyright Office
that the work at issue is a derivative work. Tisaffailing to inform the Office that part
of the work borrows from prior works.

Two courts recently found material the failure tdorm the Office of the
existence of a prior work upon which the applied ¥eork is based. IR Ready
Products, Inc. v. Cantrell, the defendant alleged that the plaintiff commnditbteaud on the
Copyright Office!’” The defendants alleged that plaintiff's directlmdvertising copied
elements from advertisements by two other compaai®s the plaintiff failed to disclose
this fact to the Officé’® The court found this omission material. The court found the
existence of prior works upon which the plaintifi'as based "crucially material," in part
becalfgoe it went to plaintiff's claim of authorslupthe "entire text" of the registered
work.

The court inLamps Plus, Inc. v. Seattle Lighting Fixture Co. considered another
allegation of fraud based on failure to disclose dierivative nature of the wotk: The
registration at issue was for a Victorian Tiffaramp. The defendant alleged that the
registration for lamp design was invalid due toufta The lamp consisted of lamp
component parts that were preexisting works of istfé  As the court noted, the
plaintiff "did not hold a copyright for the lamp $&or any of the four elements that were
assembled to form the shad&®" The plaintiff failed to either “identify the desiers or

7114, at *9.

172 |d

173261 F. Supp. 2d 502, 510-11 (E.D. Va. 2003).
171d. at 510.

17°1d. at 509.

17%1d. at 510-11.

17785 F. Supp. 2d 672, 691-92 (S.D. Tex. 2000).

178|d. at 692.
179 |d

180 Id

181345 F.3d 1140, 1144-45 (9th Cir. 2003).

18214, at 1144.
183 |d
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the source of any of the preexisting works incoaped in the Victorian Tiffany table
lamp in its application®®* The court did not speak directly to materialthe court relied
on a finding of no intent to support its conclusimmo fraud'® However, the court did
note that case law exists that the failure to dselpreexisting works is materfaf.

Some courts see the crucial question regardingrtaeeriality of the failure to
notify the Office of the work's derivative nature whether the work contains the
necessary originality to be copyrightable as avagiie work*®”  In Twentieth Century
Fox Film Corp. v. Marvel Enterprises, Inc., Marvel sought to declare Fox's copyright
registrations for X-Men logos invalid due to fratfd. Marvel specifically alleged that it
was fraud to fail to inform the Office that the mywere derivatives of Marvel&® The
court found, however, that the logos containedréagiisite level of additional originality
to make it copyrightable as a derivative work orvel's pre-existing works® As
such, "Fox's failure to identify its logos as dative does not affect the validity of Fox's
copyright registrations," and thus the omission natsmateriaf®*

Nimmer suggests another variation on the matgriagtandard for failure to
disclose the derivative nature of the work. Sudhilare should only be material "if the
claimant was for some reason ineligible to regigterderivative work*®* Some courts
have come close to following this standard, findimgt derivative aspects of a work need
only be disclosed if this pre-existing materialcispyrightable’®® In Express, LLC v.
Fetish Group, Inc., the court found no materiality based, in parttlom fact that the pre-
existing elements were in the public domain and thot copyrightablé®

3. Incorrect Deposit

Fraud has also been alleged based on the incoesscof the deposit made with
the copyright registration. IrSyntek Semiconductor Co. v. Microchip Technology
Incorp., Syntek alleged that Microchip's registration obmputer program was
fraudulently obtained®™ Microchip, when registering it computer progradid not have
possession of the original source code for the lrad® So, Microchip "deposited
source code that it had decompiled from the obgmte embedded in" one of its
computer chipd®” Microchip informed the Office as to the naturetbé deposit®®

184d. at 1144-45.

%5d. at 1145.

186 Id

187 Russ Berrie & Co. v. Jerry Elsner Co., 482 F. S@80, 988 (S.D.N.Y. 1980).

188220 F. Supp. 2d 289, 298 (S.D.N.Y. 2002).
189 |d.

190|d
191|d

192 Nimmer & Nimmer,supra note 130, at § 7.20[B].

193 Ets-Hokin v. Skyy Spirits, Inc., 225 F.3d 1068, 1078 (9th Cir. 2000) (noting thialty copyrightable
material need to be disclosed as pre-existing riad)ter

194424 F. Supp. 2d 1211, 1223 n.8.

195285 F.3d 857, 861 (9th Cir. 2002).
196 |d

197 Id
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Syntek still claimed fraud on the Copyright Offibecause the deposit "did not comply
with the applicable regulations as it is not a bdi copy of the original source

code.™® The Ninth Circuit did not reach the issue of fiabecause Syntek did not
sufficiently raise the claim belof{°

C. I ntent

Most of the copyright fraud case law follows tla@n® standard for intent required
for inequitable conduct in patent law—specific e@nde of intent. Gross negligence,
while a basis for intent in trademark fraud, doeshmave as clear a foothold in copyright
fraud.

A perfect example of the need for a direct findofgntent to establish fraud on
the Copyright Office is the court's analysis Moreli.?®* In Morelli, the applicant
improperly identified himself as the author insteddorrectly labeling the company he
worked for as the author via the work for hire dinet®®> The court noted that this
omission was material, but found the misstatemieragvertent®® The court noted that
the maker of the jewelry being registered hacelitd no knowledge about the nuisances
of copyright law?®* His attorney, who helped fill out the form, foedsmainly on the
dates of the work's creation and asked little aloatrelationship between the designer
and his compan$®> The court noted that the attorney was not cawfdl the conduct of
both the designer and the attorney may have besgligent.“°® But it did not rise to the
level of intentionaf®’

Other courts have required a finding of actuaémtt InLamps Plus, the court
found support for a finding of no intent based ostatement by the applicant that "hew
was personally unaware" of the questions as to hveneihe work was based on pre-
existing works’® The court inBerg v. Symons found no fraud because there was no
evidence that the applicant "intended to defraed@hpyright Office.*®

This standard for intent falls in line with thesealaw regarding inequitable
conduct in patent law. There must be a specifidifig of the state of mind of the
applicant, not objective evidence that they acecklessly. In this regard, copyright
fraud lines up more closely with patent law thadémark law.

198 Id
199 Id

20014, n.1.

201186 F. Supp. 2d at 565-66.
20219, at 565.

20319, at 566.

20419, at 565.
205 |d

206 Id
207 Id

208| amps Plus, 345 F.3d at 1145.
209393 F. Supp. 2d 525, 542 (S.D. Tex. 2005).
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Conclusion

Both fraud on the Trademark Office and fraud be Copyright Office are
growing areas of law. Parties appear to be altetiiem at an increasing rate and, as a
result, more case law on these doctrines is dewgjopWhile neither has reached the
breadth or impact that inequitable conduct in pataw has, practioners should still be
aware of the doctrines and take preventive meadores/oid such claims when the
trademark or copyrights registrations they helmobbecome the subject of litigation.
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